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DETAILED ACTION 
Priority 

1 . Acknowledgment is made of applicant's claim for foreign priority based on an application 
filed in Japan on 8/30/2000. It is noted, however, that a certified copy of the Japan 261 1 14/2000 
application as required by 35 U.S.C. 1 19(b) is not placed in the record. Should applicant desire 
to obtain the benefit of foreign priority under 35 U.S.C. 1 19(a)-(d) prior to declaration of an 
interference, a translation of the foreign application and a certified copy should be submitted 
under 37 CFR 1.55 in reply to this action. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 8, 10-12, and 16 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

In page 21, line 22-26, paragraph 72, of the specification, applicant described "the length 
and/or shape of electrodes are not designed for high speed operation, but designed to satisfy 
desired bandwidth restriction performance by using loss in an electrode", but failed to describe in 
detail how loss of traveling wave type electrode restricts bandwidth as described in claim 8, 
which claims 10-12, and 16 are dependent upon. 
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3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 7-12, and 16-21 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 8 provides for the use of "loss of said traveling wave type electrode", but, since the 
claim does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it merely 
recites a use without any active, positive steps delimiting how this use is actually practiced. 

Claim 8 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, without 
setting forth any steps involved in the process, results in an improper definition of a process, i.e., 
results in a claim which is not a proper process claim under 35 U.S.C. 101. See for example Ex 
parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 255 F. 
Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

The term "type" in claims 7-12, and 16-21 is a relative term which renders the claims 
indefinite. The term "type" is not defined by the claims, the specification does not provide a 
standard for ascertaining the requisite degree, and one of ordinary skill in the art would not be 
reasonably apprised of the scope of the invention. See MPEP 2173.05(b) section "E". Also see 
Ex parte Copenhaver, 109 USPQ 1 18 (Bd. App. 1955), and IPXL Holdings, LLC v. Amazon.com, 
Inc., 333 F. Supp. 2d 513 (E.D. Va. 2004). 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1-5 are rejected under 35 U.S.C. 102(b) as being anticipated by US Patent 
Number 5,543,952 to Yonenaga et al., in reference to Chapter 7, Introduction to CMOS design, 
by Eitienne Sicard, National Institute of Applied Sciences, Department of Ele. & Comp. 
Engineering, (http://www.esng.dibe.unige.it/Projects/Netpro/PagineLocali/micro/doc/ch7i.PDF), 
Copyrighted 1997, 2001, dated 21/03/01 (March 21^ 2001). 

Regarding to claim 1, Yonenaga discloses an optical transmitter (fig lb) comprising: an 
input terminal (col 3, In 34) for accepting an electrical binary signal (col 3, In 35), bandwidth 
restriction means (col 4, In 14-16) for restricting bandwidth of said electrical binary signal, an 
electrical-optical conversion means (col 3, In 37-45) for converting said electrical signal which is 
bandwidth restricted by said bandwidth restriction means to an optical signal. An amplifier (11, 
fig IB; where an inverter is inherently an amplifier, as described in Chapter 7, of Sicard) for 
amplifying an input signal of said electrical-optical conversion means so that said input signal 
has enough level for operating said electrical-optical conversion means (col 5, In 66-col 6, In 3), 
wherein said bandwidth restriction means locates between an output of said amplifier and an 
input of said electrical-optical conversion means (75b, fig IB). 

Regarding to claim 2, Yonenaga discloses an optical transmitter wherein a preceding 
means (80, fig IB) is provided at an input stage of said amplifier, said preceding means provides 
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a binary output which is the same as the previous output when an input binary digital signal is 0, 
and an output which differs from the previous output when an input digital signal is 1 (col 5, In 
59-65), and said bandwidth restriction means is a low- pass filter which generates a ternary 
duobinary signal (75b, fig IB; col 6, In 50-54). 

Regarding to claim 3, Yonenaga discloses an optical transmitter wherein said electrical- 
optical conversion means provides the maximum level of optical output for an input electrical 
signal having the maximum level and the minimum level (col 9, In 23-32), the minimum level of 
optical output for an input electrical signal having middle level between said maximum level and 
said minimum level (col 9, In 23-32), and optical phase of said maximum level of said optical 
signal is opposite of optical phase of said minimum level of said optical signal (col 9, In 29). 

Regarding to claim 4, Yonenaga discloses an optical transmitter wherein said electrical- 
optical conversion means is a Mach Zehnder light intensity modulator having a pair of electrodes 
which are driven by ternary electrical duobinary signals having opposite polarities (col 8, In 32- 
39). 

Regarding to claim 5, Yonenaga discloses an optical transmitter wherein at least two of 
said bandwidth restriction means, said electrical-optical conversion means, and said amplifier are 
integrated in a single module (fig IB, where everything is in one module). 

Claim Rejections - 35 USC § 103 
7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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8. Claims 6-7, 9, 14, and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent Number 5,543,952 to Yonenaga et al, in view of US Patent Number 5,644,664 to 
Bums et al., in reference to Chapter 7, Introduction to CMOS design, by Eitienne Sicard, 
National Institute of Applied Sciences, Department of Ele. & Comp. Engineering, 
(http://www.esng.dibe.unige.it/Projects/Netpro/PagineLocali/micro/doc/ch7i.PDF), Copyrighted 
1997, 2001, dated 21/03/01 (March 21^ 2001). 

Regarding to claim 6, Yonenaga discloses an optical transmitter in accordance to claim 5 
contains electrical-optical conversion means, but does not disclose expressly that the electrical- 
optical conversion means has function as bandwidth restriction means. Burns, from the same 
field of endeavor, discloses an optical transmitter contains electrical-optical conversion means 
that has function as the bandwidth restriction means (col 9, In 38-39). Therefore, it would have 
been obvious to a person of ordinary skill in the art at the time of invention to incorporate Bums' 
electrical-optical conversion means that has function as bandwidth restriction means with 
Yonenaga' s optical transmitter in order to restrict bandwidth by using the electrical-optical 
conversion means without additional filtering components in the system such that the size and 
cost of the transmitter could be lowered. 

Regarding to claim 7, Yonenaga discloses an optical transmitter (fig IB) comprising: an 
input terminal (col 3, In 34) for accepting an electrical binary signal (col 3, In 35), an electrical- 
optical conversion means (col 3, In 37-45) for converting an electrical signal to an optical signal, 
an amplifier (1 1, fig IB; where an inverter is inherently an amplifier, as described by Sicard) for 
ampHfying an input signal applied to the input terminal to level requested for operating an 
electrical-optical conversion means, and applying the amplified electrical signal to the electrical- 
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optical conversion means (75b, fig IB). Yonenaga does not disclose expressly that the electrical- 
optical conversion means have a traveling wave type electrode operating to restrict bandwidth of 
an output light of the electrical-optical conversion means. Bums, from the same field of 
endeavor, discloses an electrical-optical conversion means having a traveling wave type 
electrode operating to restrict bandwidth of an output light of an electrical-optical conversion 
means (col 4, In 16-33). Therefore, it would have been obvious to a person of ordinary skill in 
the art at the time of invention to incorporate Bums' electrical-optical conversion means with 
Yonenaga's optical transmitter in order to restrict bandwidth by using the electrical-optical 
conversion means without additional filtering components in the system such that the size and 
cost of the transmitter could be lowered. 

Regarding to claim 9, the combination of Yonenaga and Bums teaches an optical 
transmitter according to claim 6 or claim 7 as discussed above. Yonenaga further teaches that 
the electrical-optical conversion means is a Mach Zehnder light intensity modulator (col 8, In 31- 
39) having a traveling wave type electrode. Bums further teaches that the bandwidth of optical 
output of the mach Zehnder light intensity modulator is restricted by using mismatching of phase 
velocity of electric wave (col 9, In 38-39) propagating the traveling wave type electrode and 
optical wave propagating in an optical waveguide having refi-active index depending upon 
electrical field generated by the electric wave (col 12, In 16-27). 

Regarding to claim 14, Bums fiirther teaches an optical transmitter in accordance to claim 
9, wherein said Mach Zehnder Light intensity modulator is provided on a substrate of Z-cut 
Lithium-Niobate (col 1 1, In 7). 
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Regarding to claim 15, Bums further teaches an optical transmitter in accordance to claim 
9, wherein said Mach Zehnder light intensity modulator is provided on a substrate of X-cut 
Lithium-Niobate (col 1 1, In 7). 

9. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over US Patent Number 
5,543,952 to Yonenaga et al, in view of US Patent Number 5,644,664 to Bums et al., in reference 
to Chapter 7, Introduction to CMOS design, by Eitienne Sicard, National Institute of Applied 
Sciences, Department of Ele. & Comp. Engineering, 

(http://vmw.esng.dibe.unige.it/Projects/Netpro/PagineLocali/micro/doc/ch7i.PDF), Copyrighted 
1997, 2001, dated 21/03/01 (March 21^ 2001), as applied to claims 1 and 7 above, and further in 
view of "Modeling and Optimization of Traveling- Wave LiNbOs Interferometric Modulators" by 
Chung et al, IEEE Journal of Quantum Electronics, Vol 27, No 3, March 1991. 

Regarding to claim 8, the combination of Yonenaga, Bums, and Sicard discloses the 
optical transmitter in accordance to claims 1 and 7 as discussed above. It does not disclose 
expressly wherein said electrical-optical conversion means is a Mach Zehnder Light intensity 
modulator having a traveling wave type electrode, and bandwidth of optical output of said Mach 
Zehnder light intensity modulator is restricted by using loss of said traveling wave type 
electrode. Chang, from the same field of endeavor, teaches an electrical-optical conversion 
means is a Mach Zehnder Light intensity modulator having a traveling wave type electrode (page 
612, section III), and bandwidth of optical output of said Mach Zehnder light intensity modulator 
is restricted by using loss of said traveling wave type electrode (page 613, sections A describes 
relationships between loss of traveling wave type electrode and its bandwidth; section B 
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describes its parameters being used to drive the modulator). Therefore, it would have been 
obvious for a person of ordinary skill in the art at the time of invention to implement Chang's 
technique to restrict bandwidth of optical output of said Mach Zehnder light intensity modulator 
by using loss of said traveling wave type electrode onto the combination of Yonenaga, Bums, 
and Sicard's system as taught by Chang. The motivation for doing so would have been to be 
able to simplify optimization procedures by determining the set of parameters that will satisfy the 
given bandwidth requirement to restrict bandwidth of optical output of said Mach Zehnder light 
intensity modulator by using loss of said traveling wave type electrode (Chang, page 616, 
section V), 

Claim Objections/Allowable Subject Matter 

10. Claims 13, 17-21 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

Response to Arguments 

1 1 . Applicant's arguments filed 12/16/2005 have been fully considered but they are not 
persuasive. 

Applicant should submit an argument under the heading "Remarks" pointing out 
disagreements with the examiner's contentions. Applicant must also discuss the references 
applied against the claims, explaining how the claims avoid the references or distinguish from 
them. 

In regard to the 112, 1^* paragraph, applicant argues that it is well known to use a 
"tavevlling wave type electrode" as taught by Wadell, (also by Chung as appeared on IDS dated 
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1/25/2005). This reference has been used in the 103 rejection, this rejection is strengthened by 
the appHcant's argument that it is so well known that (as taught by Wadell, also by Chung), the 
applicant did not have to disclose in the specification as to how this is done. If the applicant in 
the future argues that it is not that well known, a 1 12, 1^^ rejection will be used in the next action 
based on such an argument. 

In regard to applicant's argument in which the publication date of "Chapter 7, 
Introduction to CMOS design" by Zitti is not identified, please note that the accurate author, 
publisher, and publication date is corrected in this office action, Form PTO-892, and enclosed 
with this office action. Furthermore, since the reference is only used to show the inherent 
property of an inverter acting as an amplifier in this situation, this reference is cited to show a 
universal fact need not be available as prior art before applicant's filing date see MPEP 2124 
and MPEP 2131.02 section III. also In re Wilson, 311 F.2d 266, 135 USPQ 442 (CCPA 1962), 
and Continental Can Co. USA v. Monsanto Co., 948 F.2d 1264, 1268, 20 USPQ2d 1746, 1749 
(Fed. Cir. 1991). 

In response to applicant's indication to which "a certified copy of the priority document 
was filed on August 28, 2001", further investigation in effort to locate a paper copy of the 
application had been requested, however, after reviewing all the documents located in the 
application retrieved from our boxing office, the priority document (certified copy of 
261 1 14/2000) was not located within. In that a copy cannot be located in the office file, it is 
requested that the applicant provide a copy in order to provide a complete record in the official 
office file. 
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In regard to the applicant's argument that "Ziti fails to remedy the deficiencies of 
Yonenaga '952", the applicant never explains this statement. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Danny Wai Lun Leimg whose telephone number is (571) 272- 
5504. The examiner can normally be reached on 9:30am-7:00pm Mon-Thurs.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Chan can be reached on (571) 272-3022. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

DWL 

February 3, 2006 
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PRIMARY EXAMINER 



